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EJ;MAR.KS 

In response to the final Office Action of March 1.8, 2000, m c Ad m son Au»on -M Jnh 2 A 
2009, and the Advisory Action of September 22. 2009, applicants m i*m that ad chums rv 
a! lowed in view oi the amendments to the claims and ihe rollo* srs- .cwuiK* t. bins H\ -18, 5o 

64. 68, 69, and 82 are pending in the application, ail of which are independent. 

Request, for Eniry oi Amendment 

Applicants have amended independent claims 36, 48, 56, 64, 68, 69, and 82 to 
incorporate previously pending dependent claims 90-96, respectively. In addition, applicants 
have canceled all of the remaining dependent claims. Therefore, considering that previously 
pending dependent claims 90-% depended from, independent claims 36, 48, 56, 64, 68, 69, and 
82, respectively, and that no claims now depend from any of independent claims 36, 48, 56, 64-, 

68. 69, and 82, applicants submit that the amendments to independent claims 36, 48, 56, 64, 68, 
69, and 82 do not raise any new issues. Accordingly, applicants request entry of the amendments 
to the claims. 

In applicants' Amendment filed on August 18, 2009, applicants amended independent 

claims 36, 48. 56, 64, 68, 69. and 82 in identical fashion to amendments being made to 

, <.n^vv, - \, <\ v> M N ,b eA a^d82H s wsofix^ >. \ vt J vi si >\>c* 

in applicants' Amendment of August 18, 2009, applicants did not cancel any of dependent claims 

3742, 44-47, 49, 50, 52-55, 57-62, 65, 66, 69-77, 79-81, and 83. Consequently, dependent 

claims remained depending from each of newly amended independent claims 36, 48, 56, 64, 68, 

69, and 82. As a result, the Advisory Action of September 22, 2009, indicated that the 

amendments to the claims made in applicants' Amendment of August 1.8, 2009 were not entered 

because the amendments to the claims raised new issues that would require further consideration 

and/or search. In particular, the Advisory Action of September 22, 2009 indicated that: 

further search and/or consideration would be necessitated by the 
change in scope of the dependent claims that were not previously 
dependent on [the limitations added to the independent claims]. 


Advisory Action of September 22, 2009 at Continuation Sheet, lines 1-2. 

In view of the fact thai applicants have now canceled ali of the remaining de h nut ut 
claims, applicants submit thai the amendments to the claims made by way or the PK^nt 
Amendment do not raise new issues such as were raised by the amendments to me Jas u> m 
applicants' Amendment of August 18, 2009. Accordingly, applicants request entn >l fk mcv t. 
amendments to the claims. 

Clmm Rejections Under 35 l .S.C § 103 

The final Office Action rejected dependent claims 90-96 under 35 U'.S.C, § 103(a) as 
being unpatentable over U.S. Patent No. 6,212,548 (DeSimonej, U.S. Patent No. 6:748,421 
(Ozkan), U.S. Patent No. 7,233,992 (Muldoon), and U.S. Patent No. 6,795,863 (Doty). 
However, as discussed in applicants' June 17, 2009 Reply and applicants* August 18, 2009 
Amendment, the combination of OeSimone, Ozkan. Muldoon, and Doty does not render 
previously pending dependent claims 90-96 obvious. Consequently, in hopes of advancing 
prosecution, applicants have canceled claims 90-96 and have amended each of independent 
claims 36, 48, 56, 64, 68, 69, and 82 to incorporate the features of previously pending dependent 
claims 90-96. 

Accordingly, applicants request that prosecution be reopened in view of the amendments 
to independent claims 36, 48, 56, 64, 68, 69, and 82. Alternatively, in the event that prosecution 
is not reopened in view of the amendments to independent claims 36, 48, 56, 64, 68, 69, and 82, 
applicants have provided the remarks below in the hopes of eliciting a meaningful response to 
the amendments to the claims in order to clarify any unresolved issues for appeal. 

As amended, independent claim 36 recites, among other features, determining if a 
recipient is capable of participating in video instant messaging in response to initiating a text 
instant messaging session between a sender and the recipient and enabling a graphical user 
interface displayed to the sender to reflect that the recipient is capable of participating in video 
instant messaging based on a determination that the recipient is capable of participating in video 


me nnal utttce Action acknowledges that DeSimone, Ozkan. and Muldoon fail to 
describe or suggest these features. Final Office Action of March 18, 2009 at page 16, lines 10- 
15. Therefore, the final Office Action relies on Doty for teaching these features. 

Doty teaches a system that streams video to an e-mail recipient using a web-based e-mail 
application. See e.g.. Doty at Abstract. As described by Doty, Doty's system displays the video 
streamed to the e-mail recipient in the same web page through which the e-mail recipient sends 
and receives e-mails using the web-based e-mail application. See e.g., Doty at Abstract and FIG. 
4. As further described by Doty, before video is streamed to the e-mail recipient. Dory's system 
determines certain capabilities of the e-mail recipient: s computer and then streams the video to 
the e-mail recipient in a format and at a bit-rate that are determined to be appropriate based upon 
the determined capabilities of the e-mail recipient's computer. See, e.g.. Doty at col. 8, line 45 to 
col, 9, line 4. 

Notably, Doty describes that the video streamed to the e-mail recipient is produced and 
streamed to the e-mail recipient, by an organization that is responsible for producing and 
streaming video to e-mail users, not by other users who have sent e-mails to the e-mail recipient. 
See Doty at col, 10, lines 33 to col. 12, line 43. Because Doty describes that the video streamed 
to the e-mail recipient is produced and streamed to the e-mail user by an organization that is 
independent from and unrelated to users who have sent e-mails to the e-mail recipient, Doty does 
not describe or suggest determining if the e-mail recipient is capable of participating in video 
messaging in response to initiating a communications session between the e-mail recipient and 
an e-mail user who has or is going to send an e-mail to the e-mail recipient. Furthermore, 
because Doty describes that the video streamed to the e-mail recipient is produced and streamed 
io the e-mail user by an organisation that is independent from and unrelated to users who have 
sent e-mails to the e-mail recipient, it is not surprising that Doty does not describe or suggest 
indicating any of the e-mail recipient's capabilities, let alone the e-mail recipient's capability to 
engage in video messaging, to an e-mail user who has or is going to send an e-mail to the e-mail 
recipient. 

Thus, even when Doty s teachings are combined with those of DeSimone, Ozkan, and 
Muldoon, the combination does not describe or suggest determining if a recipient is capable of 
participating in; video instant messaging in response to initiating a text instant messaging session 
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features that, are similar to those recited in amended independent claim 36 and discussed above. 
Accordingly, applicants request reconsideration and withdrawal of the rejection of independent 
claims 48, 56, 64, 68, 69, and 82 for at least the reasons discussed above in connection with 


Conclusion 
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